REMARKS 

Favorable reconsideration and allowance of the subject application are 
respectfully solicited. 

Claims 27-58 are pending in this application, with Claims 27, 54 and 55 being 
independent. Claims 1-26 and 59-94 are cancelled herein without prejudice to or disclaimer of 
the subject matter contained therein. Since the only claims remaining in the application (Claims 
27-58) are allowed, this application is in condition for allowance. Therefore, favorable 
consideration and entry of this Amendment and issuance of a Notice of Allowance are 
respectfully requested. 

The Office Action Summary indicates that the Form PTO-1449 from the May 
25, 2004 Information Disclosure Statement is attached. This Form was not attached, and it is 
respectfully requested that it be attached to the next paper from the Patent and Trademark Office 
in this application. Also, acknowledgment of the claim for priority and receipt of the certified 
copy (filed on March 25, 2002) has not been made. It is respectfully requested that the Examiner 
do so in the next paper. 



- 14 - 



Applicants' undersigned attorney may be reached in our Washington, D.C. 
office by telephone at (202) 530-1010. All correspondence should continue to be directed to our 
below-listed address. 

Respectfully submitted, 

Attorney for Applicants 
Jeafri Kj Dudek 
Registration No. 30,938 

FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 

JKD:ayr 

DC_MAIN 181799v1 
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Beijing 100037, China 
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Application No.: 


01 144086.4 Examination Dept. 


Date of Notification: 

Date: 06 Month: 08Year:2004 


Attorney: 




Applicant: 


CANON KABUSHEKI KAISHA 


Title of the Invention: 


RECORDED MATTER, METHOD OF PRODUCING THE SAME AND 

USE THEREOF 



Notification of the First Office Action 



1 . [X] The applicant requested examination as to substance on and examination has been 

carried out on the above-identified patent application for invention under Article 35(1) of the Patent Law 
of the People's Republic of China(hereinafter referred to as "the Patent Law"). 

□ The Chinese Patent Office has decided to examine the application on its own initiative under Article 35(2) 

of the Patent Law. 

2. ^ The applicant claimed priority/priorities based on the application(s): 

filed in JP on Dec 28, 2000 , filed in on , 

filed in on , filed in on , 

filed in on , filed in on t 

Ex] The applicant has provided the priority documents certified by the Patent Office where the priority 
application(s) was/were filed. 

□ The applicant has not provided the priority documents certified by the Patent Office where the priority 
application(s) was/were filed and therefore the priority claim(s) is/are deemed not to have been made 
under Article 30 of the Patent Law. 

□ The application is a PCT continuation, 

3 . □ The applicant submitted amendments to the application on and on , wherein 

the amended submitted on and 

the amended submitted on are not acceptable, 

because said amendments do not comply with DArticle 33 of the Patent Law. 

□Rule 5 1 of the Implementing Regulations of the Patent Law. 
The specific reasons why the amendments are not allowable are set forth in the text portion of this 
Notification, 

4. □ Examination as to substance was directed to the initial application documents as filed. 
13 Examination as to substance was directed to the documents as specified below: 

claims 1-94 , pages 2-35 of the description and drawings 1-9 filed on the date of filing, 

claims , pages 1 of the description and drawings submitted on Apr.3,2002 , 

claims , pages of the description and drawings submitted on , 

and the abstract submitted on Dec.28.2001 

5. □ This Notification is issued without search reports. 

E] This Notification is issued with consideration of the search results. 

Below is/are the reference document(s) cited in this Office Action(the reference number(s) will be 
used throughout the examination procedure): 



Address: 6 Xi Tu Cheng Lu, Haidian, Beijing 
2201 99.1 



PostCode: 100088 



No. 


Number(s) or Title(s) of Reference(s) 


Date of Publication 
(or the filing date of conflicting application) 


1 


US6142618A 


Date: 07 Month: 11 Year: 2000 


2 




Date: Month: Year: 


3 




Date: Month: Year: 


4 




Date: Month: Year: 



6. Conclusions of the Action: 
□ On the Specification: 

□ The subject matter contained in the application is not patentable under Article 5 of the Patent Law. 

□ The description does not comply with Article 26 paragraph 3 of the Patent Law. 

□ The draft of the description does not comply with Rule 18 of the Implementing Regulations. 
H On the Claims: 

□ Claim(s) is/are not patentable under Article 25 of the Patent Law. 

□ Claim(s) does/do not comply with the definition of inventions prescribed by Rule 2 paragraph 1 

of the Implementing Regulations. 

El Claim(s) 1.3-6.27.29-32 .54.55.59.61-63.82-86.89-91.94 does/do not possess the novelty as required by 
Article 22 paragraph 2 of the Patent Law. 

Claim(s) 2.7-26.28.33-53.56-58.60.64-81.87.92-93 does/do not possess the inventiveness as required by 
Article 22 paragraph 3 of the Patent Law. 

□ Claim(s) does/do not possess the practical applicability as required by Article 22 paragraph 4 of 

the Patent Law. 

[X] Claim(s) 1 .27.54.55.59.82.84-86.91.94 does/do not comply with Article 26 paragraph 4 of the Patent 
Law. 

□ Claim(s) does/do not comply with Article 3 1 paragraph 1 of the Patent Law. 

Claim(s) 6.26.32.63 does/do not comply with the provisions of Rules 20-23 of the Implementing 
Regulations. 

□ Claim(s) does/do not comply with Article 9 of the Patent Law. 

□ Claim(s) does/do not comply with the provisions of Rule 12 paragraph 1 of the Implementing 

Regulations. 

7. In view of the conclusions set forth above, the Examiner is of the opinion that: 

□ The applicant should make amendments as directed in the text portion of the Notification. 

El The applicant should expound in the response reasons why the application is patentable and make 
amendments to the application where there are deficiencies as pointed out in the text portion of the 
Notification, otherwise, the application will not be allowed. 

□ The application contains no allowable invention, and therefore, if the applicant fails to submit sufficient 
reasons to prove that the application does have merits, it will be rejected. 

n 

8. The followings should be taken into consideration by the applicant in making the response: 

(1) Under Article 37 of the Patent Law, the applicant should respond to the office action within 4months 
counting from the date of receipt of the Notification. If, without any justified reason, the time limit is not 
met, the application shall be deemed to have been withdrawn. 
(2) Any amendments to the application should be in conformity with the provisions of Article 33 of the Patent 
Law. Substitution pages should be in duplicate and the format of the substitution should be in conformity 
with the relevant provision contained in 'The Examination Guidelines". 

(3) The response to the Notification and/or revision of the application should be mailed to or handed over to 
the "Reception Division" of the Patent Office, and documents not mailed or handed over to the Reception 
Divisions have no legal effect. 

(4) Without an appointment, the applicant and/or his agent shall not interview with the Examiner in the Patent 
Office. 

9. This Notification contains a text portion of 4 pages and the following attachments: 
K! 1 cited reference(s), totaling 20 pages. □ 



Chinese Patent Application No. 01144086.4 

Text Portion of the Notification of the First Office Action 

The present invention relates to a technique to improve fastness of an 
image formed by an ink jet process in an ink-receiving layer having a porous 
structure, and have total 94 claims, wherein (1) claims 1-26 seek to protect a 
recorded matter having an ink-receiving layer of a porous structure; (2) claims 
27-53 seek to protect a method of manufacturing a recorded matter having an 
ink-receiving layer of a porous structure; (3) claims 54-58 seek to protect a 
method of improving image fastness of a recorded matter; (4) claims 59-81 
seek to protect an image-fastness improving agent for improving image 
fastness of a recorded matter; (5) claims 82-83 seeks to protect a kit for 
improving image fastness of a recorded matter; (6) claim 84 seeks to protect a 
dispenser containing an image fastness-improving agent according to claim 59; 
(7) claim 85 seeks to protect an applicator for an image fastness-improving 
agent; (8) claim 86-93 seek to protect a method of improving fastness of an 
image on a recording medium; and (9) claim 94 seeks to protect a kit of 
improving image fastness. After examination, the examiner's comments are as 
follows. 

1 . Novelty 

1 ) Claim 27 seeks to protect a method of manufacturing a recorded matter 
having an ink-receiving layer of a porous structure. The reference D1 
(US6142618A) (see column 7 lines 20-60) discloses a method 
comprising: (1) applying an ink to the ink-receiving layer to obtain an 
image region where an image is formed with a coloring material 
contained in the ink (see column 7 lines 20-23); (2) applying a liquid 
comprising a non-volatile liquid not dissolving the coloring material to 
the ink-receiving layer (see column 7 lines 40-53). Although D1 does 
not discloses the step (3) of claim 27: forming a portion in which all or 
substantially all of the coloring material distributing in a thickness 
direction of the ink-receiving layer is embedded in the non-volatile liquid, 
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D1 also uses a recorded matter having an ink-receiving layer of a 
porous structure and can obviously achieve the effect of step (3) under 
the capillary action of porous structure. It can be seen that the technical 
solution of claim 27 is disclosed by D1, and both claim 27 and D1 
belong to the same technical field, solve the same technical problem 
and bring about the same technical effect. Hence, claim 27 does not 
comply with Article 22(2) of the Patent Law for lack of novelty in 
comparison with D1 . 

2) The recorded matter having an ink-receiving layer of a porous structure 
as claimed in claim 1 is disclosed by D1 (see column 7 lines 20-60 and 
columns 23-31 ); the method of improving image fastness of a recorded 
matter as claimed in claims 54, 55 and 86 are disclosed by D1 (column 
7 lines 20-60 and columns 23-31); the image-fastness improving agent 
for improving image fastness of a recorded matter as claimed in claim 
59 is disclosed by D1 (see column 7 lines 20-60, column 10 line 38 to 
column 18 line 30, columns 23-31 ); the kit for improving image fastness 
of a recorded matter as claimed in claim 82 is disclosed by D1 (see 
column 7 line 54 to column 10 line 37); the kit of improving image 
fastness as claimed in claim 94 is disclosed by D1 (see column 7 line 
20 to column 18 line 30,and columns 23-31); and, the dispenser of 
claim 84 containing an image fastness-improving agent according to 
claim 59 and the applicator of claim 85 for an image fastness-improving 
agent are disclosed by D1 (see column 7 line 54 to column 10 line 37, 
and Figures 1-3). Thus, according to the same reasons of item 1), 
claims 1, 54, 55, 59, 82, 84-86 and 94 do not comply with Article 22(2) 
of the Patent Law for lack of novelty in comparison with D1 . 

3) The technical features of claims 3-6, 29-32, 61-63, 83 and 88-91 for 
further defining the cited claims are disclosed by D1 (see also the 
comments of item 2)). For example, the modified silicone oil disclosed 
in column 16 of D1 falls within the protection scope of claim 6, which is 
corresponding to the modified silicone oil of claim 6 wherein R1, R2 
and R3 are methyl, and R4 is substituted alkyl. Hence, claims 3-6, 
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29-32, 61-73, 83 and 88-91 do not comply with Article 22(2) of the 
Patent Law for lack of novelty in comparison with D1 . 

2. Inventiveness 

Claims 2 and 7-26 directly or indirectly further define claim 1; claims 28 and 
33-53 directly or indirectly further define claim 27; claims 56-58 directly or 
indirectly further define claim 54 or 55; claims 60 and 64-81 directly or 
indirectly further define claim 59; and claims 87 and 92-93 directly or 
indirectly further define claim 86. However, according to the disclosures 
contained in the description, it cannot be seen that the technical solutions 
further defined in these claims bring about any unexpected technical effect 
over D1 . Hence, claims 2, 7-26, 28, 33-53, 56-58, 60, 64-81, 87 and 92-93 
do not comply with Article 22(3) of the Patent Law for lack of inventiveness. 

3. If the applicant could overcome the defects about lack of novelty and 
submit sufficient reasons to prove that the present application has 
inventiveness, the present application still has the following defects. 

1) The protection scope of claim 1 is relatively broad. The description 
merely discloses the non-volatile liquids of claims 6-8, 13, 15 and 18, 
whereas claim 1 covers a large number of non-volatile various in 
structure and property, and a person skilled in the art cannot predict 
that all non-volatile liquids can solve the same technical problem and 
achieve the same technical effect. Hence, claim 1 does not comply with 
Article 26(4) of the Patent Law for lack of support in the description. 

2) For the same reasons, the concept of non-volatile liquid in claims 27, 
54, 55, 59, 82, 84-86 and 94 covers a relatively broad protection scope. 
Thus, these claims do not comply with Article 26(4) of the Patent Law 
for lack of support in the description either. 

3) The technical solution of claim 91 is not recorded in the description, 
and thus does not comply with Article 26(4) of the Patent Law for lack 
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of formal support in the description. The applicant is invited to 
incorporate said technical solution into the description. 

4) Claims 6, 32 and 63 do not define the substituents relating to the terms 
of "substituted or unsubstituted alkyl group, a functional substituent 
having a UV absorbency and an antioxidant function". Hence, said 
claims do not comply with Rule 20(1) of the Implementing Regulations 
of the Patent Law for lack of clarity in protection scope. 

The term "silicon oxide" in claim 26 is not consistent with the term 
"silica" in the description. Hence, claim 26 does not comply with Rule 
20(1) of the Implementing Regulations of the Patent Law for lack of 
clarity in protection scope. 

Due to the above reasons, the present application cannot be allowed based on 
the present text. The applicant is invited to overcome all aforementioned 
defects within the time limit specified in the notification; otherwise, the present 
application will be rejected. 
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